Amazon Gift Ordering Patent

EP 0927945 B1
Bibliographic details:

Filing  date: 

11 September 1998

Priority Dates:
12 September 1997 (US 928951)



23 March 1998 (US 46503)

Divisional of: 
EP 0902381 (original 1-click patent)



Withdrwawn:
   8 June 2001



Divisionals: 

EP 1134680 (pending, not yet examined)

EP 0927945 (this patent)

Granted: 

23 April 2003

Opposition term expires:
23 January 2004

Opposition details:

Opposition Filed: 
27 August 2003


Opponent:

Gesellschaft für Informatik e.V.

Grounds of Opposition:
Non patentability (EPC Art. 100(a))

(1) not an invention under Art. 52(2)(c) – excluded matter

(2) lacks an inventive step under Arts. 52 and 56



Invention:

A method of ordering a gift using a computer e.g. over the internet.  The donor indicates the recipient’s email address.  An email is sent to the recipient asking for delivery information including their postal address.  The order is initiated on receipt of the delivery information.

Summary of prosecution history (substantive examination)

· The EPO did object that invention related to a business method (see 16.11.01 O.L.)
· The examiner said he could not see what was inventive.  He argued that the invention was a method of doing business. In particular he said “the problem is solved using only conventional means, used in a manner which is trivial when seen from a technical point [of view], and which is novel only because the business method is novel”.
· The applicant argued (see 25.3.02 response) that the [technical?] problem solved by the invention is “a method that allows a computer system to electronically initiate delivery of an item to a recipient despite the fact that at the time the order for the delivery is received, the exact [postal] address of the recipient is now known.”

· This seems to have been sufficient to persuade the examiner to withdraw his objections and allow the claims.

Background 

on the

Amazon Gift Ordering Patent

· It is a fact that the EPO has granted Amazon a patent for a computerised gift ordering method.

· When the patent application was being examined the EPO objected that it could not grant a patent because this was a business method which, from a technical point of view, was trivial to implement using conventional means.

· Amazon amended the patent application and argued against the objections raised, and so convinced the EPO to grant a patent.

· Not everyone might agree with the EPO decision.  
· But this is not the end of the story.

· It is now open for anybody who disagrees with the EPO to oppose the patent.

· Opposition is a routine procedure in the EPO patenting system, which helps protect the public interest.

· This can be done at any time until 23 January 2004 (i.e. 9 months after the grant date).

· Indeed one organisation - Gesellschaft für Informatik e.V. (GI) - has already filed an opposition (on 27.08.03). 

· The legal reasons GI have given are (1) that the alleged invention relates to matter excluded by statute, and (2) that it does not involve an inventive step (which requires a technical contribution).

· In a simultaneous press release (27.08.03) GI also said that granting this patent was out of step with the EPO’s own jurisprudence (case law), especially the famous “Pension Benefits” case (T 0931/95), and concludes the patent was wrongly granted.

· The CII Directive is needed to provide a clear framework for the EPO and national patent offices to prevent bad decisions on computer-implemented inventions and business methods in future.

· There are only a limited number of grounds that can be used to challenge a patent in opposition and, as the law stands,  lack of technical contribution is not clearly one of them, because it is not expressly mentioned in the European Patent Convention (EPC).

· One of the positive effects of the CII Directive (perhaps not fully recognised before this Amazon Gift Ordering case) is that it will make it much clearer that a patent can be opposed on the ground that there is no technical contribution. 

· This is because Article 4 clarifies that “technical contribution” is part of the Inventive Step test – and lack of inventive step is one of the legally permitted grounds of opposition.

· Article 4a, as proposed by the Legal Affairs Committee, also spells out that the mere implementation of a business method on a computer does not amount to a technical contribution.  

· Finally, as a result of the Directive, EPO decision making will effectively become subject to rulings of the European Court of Justice, when national courts seek guidance on the interpretation of the Directive.  Inconsistent granting and treatment of patents will thus be reduced within the EU.  
· These are important public interest advantages which the Directive brings.  
