Consultation on the UK implementation of the Directive on the enforcement of intellectual property rights (2004/48/EC)

Introduction

We launched a formal consultation on the implementation of the Directive on 15 July 2005 which closed on 7 October 2005. We are required to implement Directive 2004/48/EC by 29 April 2006.

Overview

The Commission submitted their original proposal for a Directive to ensure the enforcement of intellectual property rights in March 2003. The European Parliament's Committee on Legal Affairs and the Internal Market agreed their report on the Directive in November 2003, and informed the Council of Ministers that they hoped the Directive could be adopted at First Reading. Following the European Parliament’s report, there were intensive negotiations in the Council Working Party and Permanent Representatives Committee which resulted in a compromise proposal that was adopted after a First Reading in April 2004.

As recorded in the Explanatory Memorandum presented to our Parliament in March 2004, significant changes were made in the adopted Directive compared to the Commission's original proposal.  The Directive is broadly consistent with the current UK framework for the enforcement of intellectual property rights, and provides a sound basis for harmonising civil measures available to enforce intellectual property rights across the European Community.  The Commission's original proposal included criminal sanctions, but most member states (including the UK) considered it inappropriate to include them in such a Single Market measure intended to encourage the free movement of goods.

Following the Opinion in ECJ Case C-176/03, the Commission published on 12 July 2005 a proposal for a Directive on criminal measures aimed at ensuring the enforcement of intellectual property rights (2005/0127(COD)) and a proposal for a Council Framework Decision to strengthen the criminal law framework to combat intellectual property offences (2005/0128(CNS)). These measures are currently being considered by the Council and the European Parliament, and this consideration will need to take account of the implications of the ECJ’s judgment in C-176/03 (see http://europa.eu.int/eur-lex/lex/LexUriServ/site/en/com/2005/com2005_0583en01.pdf ). The Commission also intend to revise their proposals (2005/0127(COD) and 2005/0128(CNS)) in the light of this judgment.

Responses

We received 24 responses (see Annex A) to our formal consultation.  Many of the responses were from large umbrella organisations who had in turn canvassed their members' views. The responses raised a large number of issues, ranging from more general concerns to detailed points on the implementation. 

These responses may be viewed on request.
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Further Consultation

A meeting with the Scotch Whisky Association and Comité Interprofessional du Vin de Champagne took place on 21 October 2005 regarding representatives rights as governed by Article 4.  A number of respondents commented on the proposed changes to the Civil Procedure Rules and these comments were discussed with the Department for Constitutional Affairs and put to the Civil Procedure Rule Committee. 

Conclusions

Article 3 (General Obligation)- No further changes proposed

Some respondents suggested that this Article 3 provided an opportunity to strengthen measures to deal with IP infringements, whilst others pointed to the need to maintain a proper balance between industry demands and consumer/public interests. Concerns were expressed with the cost of search and seizure procedures. These concerns were discussed with DCA and put to the Civil Procedure Rule Committee, who confirmed the existing arrangements.

Article 4 (Persons entitled to apply for the application of the measures, procedures and remedies) – Changes added 

Several responses pointed to the problems with representative actions before the UK courts and this was explored further in a meeting with the Scottish Whisky and Champage Associations. As a result additional provisions (“Rights and remedies of representative associations”) have been drafted for the Registered Designs Act 1949, the Patents Act 1977, the Copyright, Designs and Patents Act 1988,  the Trade Marks Act 1994 and the Law of Passing Off . In addition, provision has been made in the Registered Designs Act 1949 to give an exclusive licensee of a registered design a cause of action. Similar amendments will be made to the Community Trade Mark Regulations 1996 (SI 1996/1908) and the Community Design Regulations 2005 (SI 2005/2339).

Article 5 (Presumption of authorship or ownership) – Proposed changes confirmed

Some respondents said the presumptions proposed for civil proceedings should also extend to criminal proceedings. This has been discussed with DCA and the Crown Prosecution Service and it is felt that such a presumption would not be appropraite or be compatible with Article 6 of the European Convention of Human Rights. Furthermore, the Directive does not deal with criminal sanctions and therefore it falls outside its scope.

Article 6 (Evidence) –  A power which will allow amendment of  Part 9 of the Enterprise Act 2002 is now included in the Company Law Reform Bill

Several comments referred to Part 9 of the Enterprise Act 2002 as being inconsistent with this Article as it potentially prevents public enforcement agencies from passing information to rights holders for the purposes of bringing civil actions against infringing parties. A DTI consultation has dealt with this issue and an enabling power that will allow  amendment to Part 9 of the Enterprise Act 2002 has been included in the Company Law Reform Bill (s.867 – see 

http://www.publications.parliament.uk/pa/ld200506/ldbills/034/2006034.htm)

Article 7 (Measures for preserving evidence) – No changes proposed

Some respondents suggested that witness protection should be specifically extended to search and seizure procedures, and concerns were expressed that the supervising solicitor required for seizure orders is an expensive anachronism. These comments were discussed with DCA and put to the Civil Procedure Rule Committee. They confirmed that the supervising solicitor has an important role to play to ensure the search is carried out properly. His absence could breach Article 8 of the European Convention on Human Rights (Niemietz v. Germany (1993) 16 EHRR 97, EctHR). They also did not see a need to extend witness protection specifically to search and seizure orders as CPR 39.2(4) makes a general provision for the protection of witness identity. 

Article 8(Right of information) – A power which will allow amendment of Part 9 of the Enterprise Act 2002 is now included in the Company Law Reform Bill

As for Article 6, several comments referred to the problems presented by Part 9 of the Enterprise Act 2002. Another comment pointed to the need to monitor the ongoing EU discussions of data retention to ensure that new enactments do not undermine the availability of rights information.

The consultation proposals recorded the need for action for Scotland, and  a new regulation is included in the Intellectual Property (Enforcement, etc.) Regulations 2006. This will give Scottish courts the power to order the provision of information about origins and distribution networks as there is no Scottish equivalent of the Norwich Pharmacal order.   

Article 9(Provisional and precautionary measures) – Proposed action confirmed and specified

Some respondents said that recurring penalities are very necessary, and  expressed concern that guarantees lodged to ensure compensation of the right holder whilst infringement continues must be adequate and at least equal to any licence fee. It was also suggested that explicit provision should be made for granting injunctions against intermediaries for all IP rights by following s.97A of the Copyright, Designs and Patents Act 1988. These comments were discussed with DCA and put to the Civil Procedure Rule Committee. To make it clear that a defendant can make an offer to pay money in lieu of continuning for the alleged infringing acts, the following wording will be included after rule 25.1(1)(o) of Part 25 of the CPR:

“(p) an order under Article 9 of  Council Directive (EC) 2004/48 on the enforcement of intellectual property rights (order an intellectual property proceedings making the continuation of an alleged infringement subject to the lodging of guarantees).”

Article 10 (Corrective measures) –Proposed changes confirmed and extended

Several respondents pointed to the need to amend “delivery up” provisions so that the court has the power to order “recall” and “definitive removal” the infringer to take proactive steps to remove infringing goods from the channels of commerce even if he has parted with possession of these goods. To compel an intermediary, such as a retailer, to deliver up or destroy goods, an application to the court can be made against this person. He would then become a party to the proceedings and the court can make the necessary order (which would normally be at the expense of the infringer). However given the prescriptive nature of  Article 10(2) the following will be added to the Practice Direction included with Part 63 of the CPR under a new Section IV (Final Orders):

“29.1 Where the court makes an order for delivery up or destruction of infringing goods, or articles designated or adapted to make such goods, the defendant will pay the costs of complying with that order unless the court orders otherwise..”

“Delivery up” provisions will be inserted into the Registered Designs Act 1949 by the the proposed Intellectual Property (Enforcement, etc.) Regulations 2006. In addition, amendments will be made to the Community Trade Mark Regulations 1996 (SI 1996/1908) to make it clear which sanctions in the Trade Marks Act 1994 apply to Commuity trade marks and the Community Design Regulations 2005 (SI 2005/2339) will be amended to include the appropriate sanactions for Community designs.

Article 13(Damages) – Proposed changes (ie. Scotland only) confirmed

A number of respondents suggested that UK law needs to go further to comply with the Directive and that additional damages should be generally available for IP infringements. These comments have been discussed with the DCA and the draft Regulations include provisions for additional damages in Scotland for passing. The DCA will be publishing a consultation paper in the New Year on various aspects of the law on civil damages and this will consider the issue of “additional damages”.

As noted in the consultation proposals, unlike England, Scotland does not have an established concept of “aggravated damages” under common law. Consequently statutory provision is needed to require the Scottish courts to take account of non-economic factors in the determination of damages for infringement of intellectual property rights. Changes to provide for this in the relevant IP statutes are included in the draft Intellectual Property (Enforcement, etc.) Regulations 2006. 

Article 15 (Publication of judicial decisions) – Proposed change confirmed and elaborated

Comments received essentially agreed with the proposed change, but there was a suggestion that there should also be a set of non-exhaustive criteria that the court must consider when deciding on a publication order. These comments have been discussed with the DCA and put to the Civil Procedure Rule Committee. A court has the discretion to award such remedies, but for the clarification the following with be included in Part 63 of the CPR under the Practice Direction in the new Section IV(Final Orders):

“29.2 Where the court finds that an intellectual property right has been infringed, the court may, at the request of the applicant, order appropriate measures for the dissemination and publication of the judgment to be taken at the defendant’s expense.”

The draft Intellectual Property (Enforcement, etc.) Regulations 2006 include a statutory provision to give the Scottish courts the power to order publication and disemination of judgments.

Article 16 (Sanctions by Member States) – No changes proposed

This is an indirect reference to criminal sanctions which are not covered by this Directive. Some respondents pledged their support for the Government’s IP Crime Strategy, but pointed to the continuing need to commence section107A of the Copyright, Designs, and Patents Act 1988 (enforcment by local weights and measures authority). Following the Opinion and Judgment in ECJ C-176/03, the Commission has now made further proposals for criminal sanctions.

Article 17 (Codes of conduct) – No changes proposed

A number of respondents made passing reference to codes of conduct and  THUS (an Internet Service Provider) made a specific proposal that “notice and takedown” procedures should be further developed. We are investigating this suggestion.

Additional Changes

The Regulations also include some minor amendments to further implement TRIPS (Agreement on Trade -Related Aspects of Intellectual Property Rights), and further amendents which relate to the implementation of the Designs Directive (98/71/EC) and further implementation Community Designs Regulation (EC/6/2002).

Next Steps

The changes to Civil Procedure Rules and Practice Directions are included in the 41st update to the CPR (http://www.dca.gov.uk/civil/procrules_fin/index.htm ).

A proposed draft of the Intellectual Property (Enforcement, etc.) Regulations 2006 is attached. These Regulations include the presumptions set out in the draft “Copyright and Related Rights (Presumptions) Regulations 2006”, which was included in the consultation. 

In addition, these draft Regulations includes provisions for representative actions (Article 4 of the Directive) for the the Registered Designs Act 1949, the Patents Act 1977, the Copyright, Designs and Patents Act 1988, and the Trade Marks Act 1994; and provisions for giving a right of action to exclusive licensees of registered designs (also Article 4). 

They also makes some changes to the Registered Designs Act 1949 to further implement the Community Design (EC) Regulation No. 6/2002  and the Designs Directive (Directive 98/71/EC) and minor amendments to the Patents Act 1977 and the Trade Marks Act 1994 to further implement TRIPS. 










Annex A

List of respondents

AHRC Research Centre for Studies in Intellectual Property Law

Alliance Against IP Theft

Anti Counterfeiting Group

APACS (Association for Payment Clearing Services)

Bridgeman Art Library

British Music Rights

BPI (British Phonographic Industries)

Business Software Alliance

Comité Interprofessional du Vin de Champagne

Copyright Council

Copyright Licensing Agency

ELSPA (Entertainment & Leisure Software Publishers Association)

European Spirits Association

Intellectual Property Sub-Committee of  the Law Society of Scotland

Federation Against Software Theft

LACA (Libraries and Archives Copyright Alliance)

Music Users Council

National Consumer Council

Scottish Whisky Association

Simmons & Simmons (Solicitors)

Society of Information Technology Management- Open Source Software Group

THUS plc (Internet Service Provider)

TMPDF (Trade Marks Patents and Designs Federation)

UKERNA (United Kingdom Education and Research Networking Association)
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